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Cancel | ati on No. 92043525
Par amount Baki ng Co., Inc.
V.
Aneri can Bakery Products, Inc.
Bef ore Hol t zman, Rogers, and Drost,
Adm ni strative Tradenmark Judges.
BY THE BQARD:
Ameri can Bakery Products, Inc. owns U S. Reg. No.
2181559, issued on August 11, 1998, on the Princi pal
Regi ster for the mark LAWASH for “flat bread for consunption
by the general public” in International dass 30.1
On July 19, 2004, Paranmount Baking Co., Inc., filed a
petition to cancel the registration claimng that the mark
is the phonetic equivalent of “lavash” and that both terns
are generic for flat bread. Petitioner alleges that
respondent’s continued registration of LAWASH has interfered
with its use of the term“lavash” to describe its flat bread

products.

! Section 8 affidavit filed and accepted on April 14, 2004.
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Respondent, in its answer, admtted “that ‘lavash’ is a
term nol ogy used for a type of Arnenian flat bread” (Answer
1 2) and denied the remai ning salient allegations.

This case now cones up on petitioner’s notion for
summary judgnent, filed March 16, 2005, on the ground that
the registered termis generic. Respondent disagrees and
has chal |l enged petitioner’s standing. Both parties have
subm tted substantial evidence in support of their
respective positions, which is discussed herein.

On a notion for summary judgnent, the burden is on the
nmovi ng party to denonstrate the absence of any genui ne issue
of material fact, and that it is entitled to sunmary
judgnment as a matter of law. Fed. R Cv. P. 56(c). See
al so, Celotex Corp. v. Catrett, 477 U S. 317 (1986). The
evi dence of record and any inferences which may be drawn
fromthe underlying undi sputed facts nust be viewed in the
light nost favorable to the non-noving party. See O de Tyne
Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cir. 1992). 1In considering the propriety of summary
j udgnent, the Board may not resolve issues of material fact;
it may only ascertain whether such issues are present. See
Opryland USA, Inc. v. Great Anmerican Misic Show, Inc., 970
F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1993); and LlIoyd s Food
Products Inc. v. Eli’s Inc., 987 F.2d 766, 25 USPQ2d 2027

(Fed. Cir. 1993).
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A petition to cancel a registration may be brought by
“any person who believes that he is or will be damaged ... by
the registration of a mark on the principal register.” 15
US C 8 1064. In support of its standing, petitioner
subm tted copies of cease and desist letters received by its
distributor and a retailer fromrespondent (exhibits 1 and 2
attached to notion). In addition, while respondent
chal | enges petitioner’s standing, M. Hanpod, respondent’s
president, attested to the fact that he found petitioner’s
product in the marketplace under the term*®l awash”,
confiscated the sign, and turned it over to his | awer who
contacted petitioner’s distributor and sent a cease and
desist letter. (Hanpbod declaration YY's 7-8). This is
evi dence of actual damage to petitioner, not sinply the
belief that petitioner will be damaged by the nmark as
required by the statute. Further, the statute permts a
party to challenge a mark that has becone generic because
continued registration of the mark interferes with the free
fl ow of the products known by that generic term See
generally In re Le Sorbet, Inc., 228 USPQ 27, 30-31 (TTAB
1985). Accordingly, petitioner has standing to bring this
action.

As grounds for the action, Section 1064(3) of Title 15,
United States Code, permts a party to petition for

cancel lation of a registration for a trademark when the
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“regi stered mark becones the generic nanme for the goods or

services.for which it is registered..”?

A mark is generic
when nenbers of the relevant public primarily use or
understand the registered termto refer to the category or
cl ass of goods in question. See H Marvin G nn Corp. V.
International Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 228
USPQ 528, 530 (Fed. Cir. 1986).

In support of its notion, petitioner, Paranount Baking
Conpany, argues that because “lawash” so resenbles “l avash,”
the generic termfor flat bread, that its phonetic
equivalent is equally generic. Petitioner further argues
that a foreign term which is generic in its own | anguage,
is also generic in the United States. In support of its
arguments, petitioner submitted® a dictionary definition of

the term “lavash” from Wbster’s Third I nternationa

Di ctionary* and numerous excerpts of search engine sumari es

2 Such a chal l enge may be brought at any time, and is not subject
to the five-year limtation set out in 15 U S.C. § 1064(1).

21t is noted that two of the exhibits submtted with
petitioner’s notion for sumary judgnent were not properly
supported by affidavits. Respondent challenged themin a notion
to strike exhibits 8 and 9 (the Internet searches and the
linguistic expert’s report), filed April 8, 2005. In that
petitioner would have been given an opportunity to correct the
error had the notion to strike been decided, petitioner’s
rectification of the error by resubmtting the evidence, properly
supported by affidavits through its reply to the notion, renders
the notion to strike noot, and the exhibits are now properly of
record.

* “la.vash\’la,vash\n —es [Arni : a large thin crisp unleavened
wafer with a rough surface fromair bubbles.” Wbster’s Third New
International Dictionary 1279 (1993).
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retrieved fromthe Internet containing references to

"] avash"?®

i ncl udi ng:

‘Lavash Mountain Bread. Popular through the
Eastern Mediterranean, Iran and the Caucasus...at
www. super | um nal . com cookbook/ bread_| avash

“Lavash (Fl atbread) - Lavash, a flatbread
sprinkled with sesane seeds..” at
http://1 esl eycooks. tripond. com breads/| avash. ht m

“Reci peSource: Lavash..lavash prepared in this
fashion is also used for Aram sandw ches..” at
WWw. r eci pesource. com et hnic/africa/ mddl e-
east/turkish/lavashl. ht n

“Stuffed | avash. Lavash is a kind of unl eavened
flat bread eaten in the Caucuses..” at
http://ashycook. topcities.com snacks/ stuffedl avash. ht m

“..Round Lavash Soy Pita..! and “.Square Lavash.
Whol e Wheat ..” at www. gar dencit yf oods. com

“I'f you can’t find Lawash bread where you live,
you can use flour tortillas.” at
www. t hat snyhone. conf mai nstreetdeli/feta. htm

“Lawash sandwi ches. Herb Chi cken Lawash Roasted
chicken, ...all rolled in | awash bread.” at
www. ntgeadys. conl nenu

“spi nach | awash, or flour tortillas.” at
WWW. Smart sour ce. com

“chi cken Caesar | awash..” at
WWW. Uni onstreetdetroit.com nenus

® Petitioner’s first submission for the term*“lavash” in the ACL
search, dated July 16, 2004, produced 446 matching sites
containing the term*“lavash". Petitioner’s second subm ssion,
filed with its reply, was for the term*“lawash” fromthe AQOL
search engine, dated July 16, 2004 and April 27, 2004. This
search produced 17 matching sites containing the term*“lawash”,
one of which was respondent’s. Through the Googl e search engine
the search for “lawash” produced 386 references. These |nternet
searches are supported by an affidavit frompetitioner’s

presi dent, Joseph Hanna, who conducted the searches.
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In further support of its notion is petitioner’s report
fromDr. Kevork Bardakjian, a professor of Arnmenian Language
and Literature in the Departnent of Near Eastern Studies at

the University of Mchigan, which states that “lawash” is

t he phonetic equival ent of “lavash”, the “w and “v” being
pronounced the sanme in Arnenian; that ol der dictionaries
spell the word with the “w’; and Dr. Bardakjian, in his
i ntroduction, defines "lavash" as “a type of bread known to
a nunber of traditions in the Mddle East: Arnenian,
Kur di sh, Persian, Turkish and perhaps others.”®

Petitioner has also submtted a printout from
respondent’s website, www | awash.com showi ng m xed forns of
use’ of LAWASH, e.g., “Home of Lawash Bread”; “NEW|DEAS TO
WRAP I T UP WTH LAWASH BREAD" including “.layered in a
Original Wiite Lawash”; “Garden Spi nach Lawash”; *“Weat
Lawash”; or “Sun Dried Tomato Lawash” and describing it as
an “Arabic Style Flat Bread” and that “[t]he | awash bread is
avai l abl e in several flavors, Wite, Wole Weat, Sun Dried
Tomat 0 and Garden Spi nach”.

Finally, petitioner submtted excerpts fromthe

di scovery deposition of respondent’s president, M. Allen

® This statement is consistent with the articles respondent
subnitted through the declaration of Dol ores Tenni swood, infra,
di scussing the history of flatbread.

" The use appears both with and without initial capitalization,
as reproduced herein.
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Hanpbod, wherein M. Hanpod testifies that when he and his

partner purchased Anerican Bakery in 1990, the prior nane®

was “Lavwash” from which they dropped the “v” to make it
easier to pronounce (p.7, |.11-12).°

Contradi cting these argunents and in response to
petitioner's notion, respondent argues that the Arnenian
| avash cracker bread is a different product from
respondent’s; that respondent’s custoners, nanely the
distributors and thereby the restaurants and catering
busi nesses to which its product is supplied, refer to
respondent’s bread as “the LAWASH brand fl at bread” and they
recogni ze it as comng fromrespondent: that while
restaurants have started to specialize in pita or flat bread
sandwi ches and have used respondent’s term “l awash” to
identify the sandw ches, such use does not nake it a conmobn
descriptive term(citing In re Montrachet S. A, 878 F.2d
375, 11 USPQ2d 1393 (Fed. Gir. 1989)): and that the two

ternms are not phonetic equivalents, but are spelled and

8 There are conflicting answers as to whether this was the nane
of the business M. Hanpbod purchased fromthe bankruptcy court or
t he product that had been sold there. (See deposition at p.7, I|I.
11-12; p.8, II. 21-23; and p.9, 1. 8-13).

® M. Hanpod al so states that he was born in the United States
and speaks a little Arabic and only heard of “lavash” when he got
into the bread business in 1990 (p.210, II. 8-13).

0 Declaration of Allen A Hanmpod, President of petitioner,
stating he sells his flat breads to distributors (f 16), that

t hose distributors know the term*®“LAWASH refers to respondent
(as shown on purchase order fornms) and that the nmenus of the
restaurants that his distributors supply use the term “LAWASH’.
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pronounced differently.* In support of its argunents,
respondent has submtted the declaration of its president,
Al I en Hanbod, with supporting exhibits, specifically stating
that a product was sold at the local Samis Club with a sign
usi ng the nane LAWASH for flat bread (Y 5 & 10); that
recei pts show ng respondent’s sale of its goods to
distributors, identifying the bread as LAWASH and sanpl e
menus for ultimate consunmers of sandw ches sold at retai
show ng sandw ches nade on “l awash” bread

A representative sanple of these uses include:

“all sandw ches are rolled in | awash bread” (Exh. 12,
Deli Café Menu).

“Breads: whole wheat | awash” (Pronto Deli nenu);

“Lawash Sandwi ch Pin Weels Party Tray” (Market Square
of Birm ngham M);

“Vegetarian Wap.. grilled vegetables, cheese, wapped
in |lawash bread.”” (Lake M chigan Col | ege Conference
Event s)

“Assorted Lawash Sandw ches..” (Schramm s Deli and
Gill).

A declaration was al so submtted by Dol ores Tenni swood,
a paral egal at respondent’s attorney’s law firm who
conducted the Internet searches, copies of which were

attached exhibits.*?

1 Hanpod Decl aration at § 11.

12 These exhibits include articles stating that “lavash” is the
national bread of Arnenia; providing the history of flat bread
and excerpts from cookbooks, as well as dictionary references

showi ng the absence of entries for the term*“lawash”.
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In the instant case, while respondent appears to
consider the relevant public to enconpass distributors or
retail sellers of its bread, or food service establishnents
that use its bread, we note that the identification in
respondent's registration specifically covers "flat bread
for consunption by the general public.”™ Mreover, even if
the identification were not so restricted we woul d have to
consi der nmenbers of the relevant public to include ultinmate
consuners, be they retail purchasers of bread or retai
purchasers of sandw ches pronoted as havi ng been nade using
"l avash"” or "l awash" bread. See In re Eddie Z’s Blinds &
Drapery Inc., 74 USPQd 1037, 1040 (TTAB 2005).

The evi dence of record shows, and there can be no
genui ne di spute, that the relevant public would view the
term*“lavash” as generic for an Arnenian bread. (See
respondent’s answer at para. 2). Petitioner’s linguistic
expert further establishes the absence of any genuine issue
that in the Arnenian | anguage, the pronunciation of the term
“l awash” and “lavash” is the sane, insofar as respondent has
presented no evidence with its response to the notion which
woul d counter this evidence.'® Yet, even if we accept, for

the sake of argunent, that the term"lawash" is pronounced

13 While M. Hanpod states in his declaration that the ternms are
spel l ed and pronounced differently and that the Arabic dial ect
does not recogni ze or pronounce “Ws” (dec. at T 11), he also
states that he does not speak any foreign | anguages fluently, but
speaks a little Arabic (deposition at p.6, Il. 1-6).
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differently than "lavash," the record shows that "|awash"
woul d al so be perceived by the relevant public as a generic
name for a particular type of flat bread.

The article excerpts and web pages show that both
“lavash” and “l awash” are used as the nanes or designations
for a class of flat bread, simlar to pita.

Respondent’ s argunents that its distributors know
“l awash” refers to respondent’s products, as do the
consum ng public who see the nenus, are unpersuasive. As
noted earlier, the relevant public is, by respondent's own
identification, the "general public" not distributors or
food service establishnments. Mreover, the use of both
terms, “lawash” and “lavash”, on the nenus and order forns
of record is not presented in a formthat would be viewed as
proprietary, in that it is used as a noun to identify a type
of bread, and nodified by the flavor. Moreover, there is
broad use by the public beyond the restaurants whose nenus
respondent has provided, as denonstrated by the Internet
search results. \Wile respondent argues that its
distributors and the restaurants are using the termas a
trademark, the evidence does not support such use. W also

note that there is no use of the registration synbol or "tnfi

4 Wwhile Ms. Tenni swood submitted copi es of the American Heritage
Dictionary and the Merriam Wbster Dictionary as exhibits to her
decl aration to show the absence of a definition for “lawash”, we
hereby take judicial notice of those same publications for their
definition of “lavash”.

10
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notation in connection with the nanes of respondent's bread
products on the nenus.

Further, respondent’s docunentation showi ng no entry
for “lawash” in the dictionaries, as there is for “lavash”

and the articles respondent submtted describing the history

of flatbread and its consistent spelling with a “v” is
equal | y unpersuasive. The fact that this particul ar

spel ling does not appear in a dictionary or that the term
may al so be spelled with a "v" instead of a "w' is not
controlling. The evidence, as a whole, clearly denonstrates
that "lawash" is an alternate spelling of "lavash" and that
it is equally generic for the goods.

Petitioner, Paranmount Bakery, Inc., had the burden to
show that there is no genuine issue of material fact that
the primary significance of the term*“lawash” to the
relevant public is for flat bread. Petitioner has carried
its burden as the noving party and respondent has not
rebutted petitioner's show ng.

Accordingly, petitioner’s notion for sunmary judgnment

is hereby granted, and respondent’s Registration No. 2181559

will be cancelled in due course.

. 000.
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